TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore LYDDANE, METZ and KRASS, Adninistrative Patent Judges.

KRASS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

lApplication for patent filed March 10, 1995. According to
appel lant, the application is a division of Application 07/920, 149
filed July 24, 1992, now U.S. Patent No. D 356,213 granted March
14, 1995.
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Thi s design application is on appeal fromthe final
rejection of the only claimpending.

The subject matter of the invention is an ornanental
design for a pipe fitting cleaner brush. Al though Figures 4 and
5 of the application show the pipe fitting cleaner brush inserted
in an electric screwdriver, the screwdriver is not part of the
ornanent al design on which protection is sought. This is nade
clear fromthe prelimnary anendnent of March 10, 1995 (Paper No.
2) which anends the figure description to read "The electric
screwdriver is shown in dotted lines and is not part of the
design as clained.” An appropriate substitute draw ng,
consistent with this anmendnent, was also filed therewith

The exam ner relies on the follow ng reference:

Law ence 4, 850, 071 Jul. 25, 1989

The follow ng reference is relied on by the Board:

Chaves Des. 356, 213 Mar. 14, 1995
(filed Jul. 24, 1992)

The appeal ed claimstands rejected under 35 U. S. C. 103
as unpat ent abl e over Law ence.
The exam ner states, at page 3 of the answer:
The overall appearance of the
claimed design is substantially shown by
the circular brush of Lawence (FIG 2,

el ements 12, 14, and 20), with the major
visual difference residing in the fact
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that the wire stem (12) is conpletely

tw st ed.
It woul d have been obvious...to

nodi fy Lawrence by untw sting the stem

(12) begining [sic, beginning] belowthe

bristles to create a contrasting

appearance in the stem This

nodi fi cati on woul d neet the overal

appearance of the cl ai ned desi gn.

A fundanental el enment necessary to support the
rejection of a clained design under 35 U.S.C. 103 is that "there
must be a reference, a sonething in existence, the design
characteristics of which are basically the sanme as the cl ai ned

design..." In re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350

(CCPA 1982).

Clearly, Lawence is a Rosen-type reference with regard
to the instant clainmed subject matter. They both relate to pipe
fitting cleaning brushes having circul ar cl eaning brushes on one
end with a twisted wire stem | eading therefromand a hexagonal
shaft on the other end for insertion into an electrical power
tool2  Thus, the issue before us is whether it would have been
obvious, within the meaning of 35 U.S.C. 103, to nodify the
design of the Lawrence pipe fitting cleaning brush in such a way

as to arrive at the instant clained design.

2This functional use of the hexagonal shaft is of no nonent in
consi deration of the ornanental design before us.
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In considering the patentability of a design, it is the
overal | appearance, the visual effect as a whole of the design,

which is taken into consi derati on. In re Leslie, 547 F.2d 116,

120, 192 USPQ 427, 429 (CCPA 1977). The proper standard of

review under 35 U . S.C. 103 is whether the cl ai ned desi gn would
have been obvious to a designer of ordinary skill involved with
the type of article wth which the clained design is concerned.

In re Nal bandi an, 661 F.2d 1214, 1216, 211 USPQ 782, 784 (CCPA

1981) .

Appel I ant contends that the design features of a. a
rounded tip at the end of the brush, b. a short length of the
hexagonal base of the brush, c. the inward tapered el ongated
t hi nner pol ygon | ength between the top of the base and the start
of the twisted wire portion of the brush; and d. the flat snooth
bottom end portion of the base, all serve to patentably
di stinguish the clainmed design fromwhat is shown by Law ence.

The exam ner contends [answer, pages 4-5] that the

differences in the appearances of the

top of the twsted wire and the bottom

of the hexagonal base are so m nor that

t hey do not inpact on the overal

appearance of the clai ned desi gn.

Further, the fact that the hexagonal

shaft of the clainmed design is shorter

than that of the applied reference is an

obvi ous vari ati on which invol ves
ordinary skill.



Appeal No. 97-2440
Appl i cation 29/036, 036

Wiile we mght agree with the exam ner's observations
wth regard to the top of the twisted wire, the bottom of the
base and the I ength of the hexagonal shaft, taken individually,
when these individual features are viewed as a whole, there
appears to be a visual inpact which results in an ornanental
design quite different fromthat of Lawence. But, in any event,
once the portion between the twisted wire portion and the top of
t he hexagonal base is taken into account, it is our view that the
overall design of the instant claimis of such substanti al
difference wwth regard to that shown by Lawence as to be
patentably distinct therefrom \Wereas Lawence's brush
constitutes a continuous twisted wwre fromthe top of the
hexagonal base to the brush section, the instant clained design
conprises a substantial length of an untw sted portion (called a
"pol ygon" section by appellant) between the top of the hexagonal
base and the twi sted portion |leading to the brush section.

When considering the cunul ative effect of these
differences in design, it is our view that the instant clained
desi gn patentably distingui shes over the Lawence design and the
exam ner's contentions that it "would have been obvious...to
nmodi fy Lawence by untwi sting the stem (12) begining [sic,

begi nning] below the bristles to create a contrasting appear ance
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in the stem and that this "nodification would neet the overal
appearance of the clai ned design" (answer, page 3) constitute
i nperm ssi ble hindsight. There is absolutely no evidence of
record, other than appellant's own teaching, as to why the
skilled designer of pipe fitting cleaner brushes would have been
led to nodify Lawence's design by untwi sting the stem begi nni ng
below the bristles in order to create a contrasting appearance in
the stem

The exam ner's observation that colum 2, line 39 of
Law ence suggests that the stemmay constitute a single rod
rather than a twi sted portion is unpersuasive since Lawence does
not show such an alternative enbodinent and it is not clear what
t he design of such an enbodi nent would | ook like. As we read
that section of Lawence, the alternative enbodi nent woul d
constitute a straight rod fromthe top of the hexagonal base to
the brush section with a twisted wire portion formng no part
thereof. Therefore, even this disclosed alternative enbodi nent
of Lawrence would fail to show or suggest the overall design of
the instant invention including a straight portion internedi ate
the top of the hexagonal base portion and the twisted wire

portion |leading to the brush section.
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Accordingly, we will not sustain the examner's

rejection of appellant's design claimunder 35 U S.C. 103.

NEW GROUND OF REJECTI ON UNDER 37 CFR 1. 196(Db)

In accordance with 37 CFR 1.196(b), we make the
foll ow ng new ground of rejection.

The design claimis rejected under the judicially
created doctrine of obviousness-type double patenting in view of
the design claimof Design Patent No. D356,213 to Chaves.

Wil e the clai med design of Chaves differs fromthe
instant design claimin that the fornmer includes the electric
screwdriver as part of the overall design, the instant clainmed
desi gn woul d have been obvious, within the neaning of 35 U S.C
103, in view of the pipe fitting cleaner brush portion of Chaves
design, which portion is identical in design to appellant's
cl ai med brush design. Wile the instant clained design is not
identical, in overall appearance, to the Chaves design, the
desi gner of ordinary skill would have found it obvious to renove
the cl eaner brush fromthe screwdriver in Chaves resulting in a

cl eaner brush design identical to that clained.
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A properly filed term nal disclainmer would overcone
this new ground of rejection on obviousness-type doubl e
pat enti ng.

We have reversed the examner's rejection of the design
clai munder 35 U.S.C. 103 and we have entered a new ground of
rej ection, based on obviousness-type doubl e patenting, under 37
CFR 1.196(b).

Accordingly, the exam ner's decision is reversed.

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
of the decision (37 CFR 1.197). Should appell ant elect to have
further prosecution before the exam ner in response to the new
rejection under 37 CFR 1.196(b) by way of anendnment or show ng of
facts, or both, not previously of record, a shortened statutory
period for making such response is hereby set to expire two

months fromthe date of this decision

REVERSED, 37 CFR 1.196(b)
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WLLI AM E. LYDDANE
Adm ni strative Patent Judge
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) | NTERFERENCES
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)

ERROL A. KRASS
Adm ni strative Patent Judge
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Richard P. Crow ey
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